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1. Claims 1, 2, 7, 8, and 10-14 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for conductive urethanes wherein the conductive property is 
due to the presence of an organic ionic-conductive agent, does not reasonably provide 
enablement for conductive urethanes that lack the aforementioned agent. The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. Applicants have 
failed to provide guidance that would enable one of ordinary skill to produce conductive 
urethanes having the claimed properties that lack the aforementioned organic ionic-conductive 
agent. Since applicants provide no guidance for rendering the urethanes conductive by other 
means, the position is taken that the claims should reflect the composition for which applicants 
have provided enablement. 

2. Claim 2 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Applicants have failed to provide an adequate written description with respect to the 
subject matter governing JIS K6262, JIS K691 1, and JIS K-6253. 

3. Claim 2 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 
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Applicants have failed to provide enablement for the features pertaining to JIS K6262, 
JIS K691 1 , and JIS K-6253, because the specifics of the standards have not been set forth. In the 
absence of this information, one of ordinary skill cannot duplicate or realize the claimed features 
with respect to compression set, volume resistivity, arid hardness. 

4. Claims 3-9 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Within claim 3, the language, "containing chlorine or bromine", is confusing, because it 
is unclear if the language is to further limit the ammonium salts or the "ion-conductive agent". 
Furthermore, the language, "said volume resistivity", lacks antecedent basis from claim 1. 

Within claim 6, applicants have failed to specify the type (weight, molar, etc.) and basis 
for the claimed percent value. Is the value based on the composition or total salt or some other 
entity? 

Within claim 7, applicants have failed to specify the basis for the claimed percent value. 
Is the value based on the polyether polyol or composition or some other entity? 

Within claim 8, the meaning or purpose of the language, "as a base thereof, is not 
understood. 

Within line 2 of claim 14, there appears to an omission after "used". 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-10 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vreeland et al. ('001 or '457) or Gloyer et al. ('576), each in view of Barksby et al. ('445) and 
Knobel et al. ('669). 

The primary references disclose rollers comprising an electrically conductive 
polyurethane coating, wherein the polyurethane is derived from a polyol free of unsaturation and 
contains a conductivity or charge control agent, such as an organometallic salt. See abstract and 
column 7, line 49 within Vreeland et al. ('001). See abstract and column 9, line 51 within 
Vreeland et al. C457). See abstract and paragraph 54 within Gloyer et al. 

7. While the primary references disclose that the polyol reactant is free of unsaturation, the 
references fail to specifically recite applicants' claimed polyether polyol having the claimed 
degree of unsaturation. However, applicants' claimed low unsaturated polyether polyol was a 
known component for polyurethane elastomers having physical properties especially adapted for 
use in the manufacture of rollers. This position is supported by the teachings of Barksby et al. 
See abstract; column 6, lines 6-14; and column 7, lines 44+ within Barksby et al. Furthermore, 
applicants' claimed salts were specifically known at the time of invention to be useful for 
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promoting electrical conductivity in polyurethanes. See abstract; column 4, line 65; column 6, 
lines 23+; and columns 7 and 8 within Knobel et al. 

8. Therefore, since applicants' claimed low unsaturation polyether polyol was known to be 
useful for producing rollers having improved properties and since applicants' claimed salts were 
known conductivity agents for polyurethanes, the position is taken that it would have been 
obvious to incorporate these components within the electrically conductive polyurethanes of the 
primary references, so as to obtain a composition and roller having the improved properties 
disclosed by the secondary references. This position is bolstered by the fact that it has been held 
that it is prima facie obvious to utilize a known compound for its known function. In re Under, 
173 USPQ 356. In re Dial et al, 140 USPQ 244. 

9. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Vreeland et al. 
C001 or '457) or Gloyer et al. 0576), each in view of Barksby et al. ('445) and Knobel et al. 
('669) as applied to claims 1-10 and 12-14 above, and further in view of Nogami et al. ('646) or 
Priebe et al. ('188). 

As aforementioned, the teachings of Vreeland et al. ('001 or '457) or Gloyer et al. ('576), 
each in view of Barksby et al. ('445) and Knobel et al. ('669) are considered to render 
applicants' composition and roller prima facie obvious; however, these references are silent 
regarding applicants' plasma treatment of the metal shaft. Still, the treatment of metal with 
plasma to improve its adhesion to other layers, including polymers, was known at the time of 
invention. See column 10, lines 4-10 within Nogami et al. See abstract and column 2, lines 20+ 
within Priebe et al. Therefore, the position is taken that it would have been prima facie obvious 
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to plasma treat the metal shaft of the roller prior to application of the elastomer, so as to improve 
the adhesion of the elastomer to the metal surface and the durability of the resulting roller. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 
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